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DETAILED ACTION 

1 . This communication is a first Office Action Non-Final rejection on the merits. 
Claims 1- 17, as originally filed, are currently pending and have been considered. 

Claim Rejections - 35 USC §112 

2. The following is a quotation of the second paragraph of 35 U.S.C. 1 1 2: 

The specification shall conclude with one or more claims particularly pointing out and distinctly 
claiming the subject matter which the applicant regards as his invention. 

3. Claims 1,2, 12, 13, 15, 16 and 17 are rejected under 35 U.S.C. 112, second 
paragraph, as being indefinite for failing to particularly point out and distinctly claim the 
subject matter which applicant regards as the invention. 

Claim 1 and 12 recites the limitation "the value" on line 5. There is insufficient 
antecedent basis for this limitation in the claim. 

Claim 2 recites the limitation "the purchasing of a product" on line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 13 recites the limitation "the purchasing of a product" on line 2. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 15 recites the limitation "the safety information" on line 3. There is 
insufficient antecedent basis for this limitation in the claim. 

Claim 16 recites the limitation "the product" on line 4. There is insufficient 
antecedent basis for this limitation in the claim. In line 5, the term "the" is missing before 
"product". 

Claim 17 recites the limitations "the transfer" at line 1 , "the purchase" at line 3, 
"the value" at line 5, and "the safety information" at line 12. There is insufficient 
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antecedent basis for these limitations in the claim. In line 16, the term "the" is missing 
before "product". 

Claim Rejections - 35 USC § 102 

4. The following is a quotation of the appropriate paragraphs of 35 U.S.C. 102 that 
form the basis for the rejections under this section made in this Office action: 

A person shall be entitled to a patent unless - 

(e) the invention was described in (1) an application for patent,* published under section 122(b), by 
another filed in the United States before the invention by the applicant for patent or (2) a patent 
granted on an application for patent by another filed in the United States before the invention by the 
applicant for patent, except that an international application filed under the treaty defined in section 
351(a) shall have the effects for purposes of this subsection of an application filed in the United States 
only if the international application designated the United States and was published under Article 21(2) 
of such treaty in the English language. 

5. Claims 12 and 15 are rejected under 35 U.S.C. 102(e) as being anticipated 
by Marcus (US 2002/0077902 A1). 

As per claim 12, Marcus teaches a method of ensuring the transfer of data in 
instruction material from a first party to a second party comprising the steps of: 

providing the second party with a set of instructional materials containing an 
embedded piece of information (see paragraph [0022] which teaches a first party such 
as a product or service provider that provides instructions to a second party such as an 
information consumer. The provided information contains embedded pieces of 
information such as signifiers referenced here as anything perceivable by an information 
consumer); 

querying the customer as to the value of the embedded piece of information (see 
paragraphs [0085] through [0089] which teach the second party such as an information 
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consumer is given instruction on how to indicate knowledge of an embedded pieces of 
information such as a signifier by responding specifically with a requested value); 

providing the customer a rebate after determining that the embedded information 
provided by the customer has a proper value (see paragraph [0042] which teaches that 
a second party/consumer receives a coupon after reviewing a series of advertisement 
and providing the system with a code number). 

As per claim 15, Marcus teaches querying a customer as to whether it has 
additional questions as to the safety information (see paragraph [0105] which teaches 
that a second party/customer verifies that he or she has reviewed and comprehended 
the user's manual but still needs assistance). 

Claim Rejections - 35 USC § 103 

6. The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

7. Claims 1-11,13 -14, 16 - 17 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Marcus (US 2002/0077902 A1) in view of Herzen et al., (US 
2002/0099652 A1) 

As per claim 1 , Marcus teaches a method of ensuring the transfer of data in 
instruction material from a first party (via a service provider) to a second party (via an 
information consumer) comprising the steps of: 
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providing the second party with a set of instructional materials containing an 
embedded code (see paragraph [0022] which teaches a first party such as a product or 
service provider that provides instructions to a second party such as an information 
consumer. The provided information contains embedded codes such as signifiers 
referenced here as anything perceivable by an information consumer); 

querying the second party as to the value of the embedded code (see 
paragraphs [0085] through [0089] which teach the second party such as an information 
consumer is given instruction on how to indicate knowledge of an embedded code such 
as a signifier by responding specifically with a requested value). 

However, Marcus fails to disclose providing the second party a rebate after a 
predetermined amount of time. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of providing the second party a rebate after a predetermined 
amount of time (see paragraph [0122] which discloses a first party such as Internet 
company provides a second party such as a new member with an incentive that is 
redeemable after 90 days I the future). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with an incentive with a 
predetermined time period as taught by Herzen et al. The motivation to combine Marcus 
with the system described by Herzen et al., is to ensure that customers fully understand 
the information contained in the instruction manual of the product they purchased. 
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As per claim 2, Marcus teaches the structural elements of the claimed invention. 
However, Marcus fails to disclose that a second party receives the instructional material 
upon the purchasing of a product. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of a second party receiving the instructional material upon the 
purchase of a product (see paragraph [01 19] which teaches that a second 
party/customer purchases an E-machine and receives product registration information 
which contains a rebate code, that can be redeemed once the registration process is 
completed). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with instructional material such 
as the registration material embedded with a rebate code as taught by Herzen et at. The 
motivation to combine Marcus with the system described by Herzen et al., is to ensure 
that customers fully understand the information contained in the instruction manual of 
the product they purchased. 

As per claim. 3, Marcus teaches the structural elements of the claimed invention. 
However, Marcus fails to disclose if the product has been returned prior to providing a 
second party a rebate, and if it has been return preventing providing a second party the 
rebate. 

Herzen et al., teaches a method that permits electronic transmission of payment 

■ 

or a rebate with steps that if a product has been returned prior to providing a second 
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party a rebate, and if it has been return preventing providing a second party a rebate 
(see paragraphs [0119] and [0122] which teach that a second party/customer 
acceptance of a rebate signifies that he/she waives their right to return the product. Or 
in the case of an internet subscriber getting a rebate denied if they disconnect from the 
service before a predetermined time). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with rebate restrictions and 
conditions as taught by Herzen et at. The motivation to combine Marcus with the system 
described by Herzen et al., is to ensure that customers fully understand the information 
contained in the instruction manual of the product they purchased and to reduce fraud in 
the rebate system. 

As per claim 4, Marcus teaches a method of instructional material contained in 
one of a video, digital format, or a written manual (see paragraphs [0084] and [0100] 
which teach instructional material on different formats such as print media, 
audio visual program, digital format such as DVD or CD-ROM or an internet web site). 

As per claim 5, Marcus teaches querying the second party as to whether it has 
additional questions as to the instructional material (see paragraph [0105] which 
teaches that a second party/customer verifies that he or she has reviewed and 
comprehended the user's manual but still needs assistance). 

As per claim 6, Marcus teaches providing data to the second party on how to 
gain further information from one of an information phone center or a website (see 
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paragraph [0105] which teaches that a second party/customer is provided with a toll- 
free number in the instructional material to call in case he or she require additional 
information). 

As per claim 7, Marcus teaches retrieving serial number and safety codes from 
the second party and entering them into a database (see paragraph [0167] which 
teaches a database designed to capture the second party/customer information such as 
safety codes which in this case are signifiers). 

As per claim 8, Marcus teaches the second party inputs the embedded codes 
from the instructional materials into a phone center using a telephone's key pad touch 
tone (see paragraph [0090] which teaches that a customer contacts a call center by 
dialing a toll-free number). 

As per claim 9, Marcus teaches the second party enters the value of the 
embedded code using a telephone key pad (see paragraph [0090] which teaches that a 
customer contacts a call center by dialing a toll-free number). 

As per claim 10, Marcus teaches the structural elements of the claimed 
invention. However, Marcus fails to disclose comparing the entered value of the 
embedded code with a known value. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of comparing the entered value of the embedded code with a 
known value (see paragraph [0088] which teaches that a second party/customer 
submits the value of an embedded code such as a printed coupon or financial 
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instrument to a financial institution where the financial institution checks the submitted 
value against an internal list). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with rebate restrictions and 
conditions as taught by Herzen et at. The motivation to combine Marcus with the system 
described by Herzen et al., is to ensure that customers fully understand the information 
contained in the instruction manual of the product they purchased and to reduce fraud in 
the rebate system. 

As per claim 11, Marcus teaches the structural elements of the claimed 
invention. However, Marcus fails to disclose sending a notification to the second party if 
the entered value does not equal the known value. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of sending a notification to the second party if the entered value 
does not equal the known value (see paragraph [0090] which teaches that a second 
party/customer receives a notification information for receiving the financial instrument). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with rebate restrictions and 
conditions as taught by Herzen et at. The motivation to combine Marcus with the system 
described by Herzen et al., is to ensure that customers fully understand the information 
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contained in the instruction manual of the product they purchased and to reduce fraud in 
the rebate system. 

As per claim 13, Marcus teaches the structural elements of the claimed 
invention. However, Marcus fails to disclose that a customer receives a user manual 
upon the purchasing of a product. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of a customer receiving a user manual upon the purchase of a 
product (see paragraph [01 19] which teaches that a customer purchases an E-machine 
and receives product registration information which contains a rebate code, that can be 
redeemed once the registration process is completed). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with instructional material such 
as the registration material embedded with a rebate code as taught by Herzen et at. The 
motivation to combine Marcus with the system described by Herzen et al., is to ensure 
that customers fully understand the information contained in the instruction manual of 
the product they purchased. 

As per claim 14, Marcus teaches a method of a user manual is contained in one 
of a video, digital format, or a written manual (see paragraphs [0084] and [0100] which 
teach instructional material on different formats such as print media, audio visual 
program, digital format such as DVD or CD-ROM or an internet web site). 
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As per claim 16, Marcus teaches a method providing data to the customer on 
how to gain further information from one of an information phone center or visit a 
website (see paragraph [0105] which teaches that a customer is provided with a toll-free 
number in the instructional material to call in case he or she require additional 
information). However, Marcus fails to disclose if the product has been returned prior to 
providing a customer a rebate, and if the product has been returned preventing 
providing the customer the rebate. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps that if the product has been returned prior to providing a customer 
a rebate, and if the product has been returned preventing providing the customer the 
rebate (see paragraphs [0119] and [0122] which teach that a customer's acceptance of 
a rebate signifies that he/she waives their right to return the product. Or in the case of 
an internet subscriber getting a rebate denied if they disconnect from the service before 
a predetermined time). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with rebate restrictions and 
conditions as taught by Herzen et at. The motivation to combine Marcus with the system 
described by Herzen et al., is to ensure that customers fully understand the information 
contained in the instruction manual of the product they purchased and to reduce fraud in 
the rebate system. 
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As per claim 17, Marcus teaches a method of ensuring the transfer of safety 
information in a user manual to a customer comprising the steps of: 

the user manual containing an embedded piece of information (see paragraph 
[0022] which teaches a customer is provided information such as a user manual that 
has embedded pieces of information such as signifiers referenced here as anything 
perceivable by an information consumer); 

querying the customer as to the value of the embedded piece of information (see 
paragraphs [0085] through [0089] which teach the second party such as an information 
consumer is given instruction on how to indicate knowledge of an embedded code such 
as a signifier by responding specifically with a requested value); and 

providing the customer a rebate after determining that the embedded information 
provided by the customer has a proper value, wherein the user manual is contained in 
one of a video, digital information, or a written manual (see paragraph [0042] which 
teaches that a customer receives a coupon after reviewing a series of advertisement 
and providing the system with a code number and also paragraphs [0084] and [0100] 
which teach instructional material on different formats such as print media, audio visual 
program, digital format such as DVD or CD-ROM or an internet web site); 

querying the customer as to whether the customer has additional questions as to 
the safety information (see paragraph [0105] which teaches that a customer verifies that 
he or she has reviewed and comprehended the user's manual but still needs 
assistance). 
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providing data on how to gain further information from one of an information 
phone center or visit a website (see paragraph [0105] which teaches a customer is 
provided with a toll-free number in the instructional material to call in case he or she 
require additional information). 

However, Marcus fails to disclose: providing the customer with a user manual at 
the purchase of a product; and 

if the product has been returned prior to providing a customer a rebate, and if the 
product has been returned, preventing providing a customer the rebate. 

Herzen et al., teaches a method that permits electronic transmission of payment 
or a rebate with steps of providing the customer with a user manual at the purchase of a 
product (see paragraph [01 19] which teaches that a customer purchases an E-machine 
and receives product registration information which contains a rebate code, that can be 
redeemed once the registration process is completed); and 

if a product has been returned prior to providing a second party a rebate, and if 
the product has been returned, preventing providing a second party a rebate (see 
paragraphs [01 19] and [0122] which teach that a second party/customer acceptance of 
a rebate signifies that he/she waives their right to return the product. Or in the case of 
an internet subscriber getting a rebate denied if they disconnect from the service before 
a predetermined time). 

From the teachings of Herzen et al., it would have been obvious to one of 
ordinary skill in the art at the time of the invention to combine the transfer of data in 
instruction material from one party to another of Marcus with rebate restrictions and 
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conditions as taught by Herzen et at. The motivation to combine Marcus with the system 
described by Herzen et al., is to ensure that customers fully understand the information 
contained in the instruction manual of the product they purchased and to reduce fraud in 
the rebate system. 

Conclusion 

8. The prior art made of record and not relied upon is considered pertinent to 
applicant's disclosure. Junger (U.S. 6,834,268 B2) discloses a method and apparatus 
for efficient handling of product return transactions. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Alvin L. Brown whose telephone number is 571 270 
5109. The examiner can normally be reached on Monday - Thursday 7:30 AM to 5:00 
PM Eastern Time. 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Lynda Jasmin can be reached on 571 270 3033. The fax phone number for 
the organization where this application or proceeding is assigned is 571-273-8300. 
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Information regarding the status of an application may be obtained from the 
Patent Application Information Retrieval (PAIR) system. Status information for 
published applications may be obtained from either Private PAIR or Public PAIR. 
Status information for unpublished applications is available through Private PAIR only. 
For more information about the PAIR system, see http://pair-direct.uspto.gov. Should 
you have questions on access to the Private PAIR system, contact the Electronic 
Business Center (EBC) at 866-217-9197 (toll-free). If you would like assistance from a 
USPTO Customer Service Representative or access to the automated information 
system, call 800-786-9199 (IN USA OR CANADA) or 571-272-1000. 
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